Topics in Trademark Law Seminar (JD 791)			Syllabus I, 8.13.09
Fall 2009
Boston University School of Law
Professor Dogan

General
This seminar will explore advanced topics in trademark law, with an emphasis on both doctrine and theory. We will critically examine competing theoretical justifications for trademark law and will consider their implications for a number of important cutting-edge questions, including the scope of trademark rights on the Internet, trademark protection of product design, jurisdictional differences in trademark law and theory, and the debate over whether United States law recognizes rights in well-known foreign marks. 

Course Requirements

Written:  You have two options to satisfy the written requirements for the course: you may either (a) complete a short (1-2 page) reflection paper each week discussing the weekly readings, or (b) write a longer paper that satisfies the Upperclass Writing Requirement.  
· Weekly reflection papers.  You may choose to write a weekly paper reflecting on the readings for the week, beginning in week 2 of class.  These papers are due the day before class each week, and should offer your reactions and observations about the readings. 
· Upperclass Writing Requirement.  If you choose this option, you should meet with me before the second class to choose a topic and plan a schedule of drafts for the semester.  While I’m happy to review multiple drafts over the semester, you must submit at least one full rough draft, at least two weeks before the end of the semester.  This will offer you the opportunity to incorporate my feedback into the final version.  If you choose to write a long paper in lieu of the short ones, you are still expected to complete the readings each week and to participate fully in class discussion.

Presentation and Participation:  We will all get the most out of this seminar if everyone contributes enthusiastically to our class sessions.  In addition to the paper(s), the course has two other requirements:  to participate in class discussion, and to take responsibility, alone or with a partner, for leading the discussion of one of our topics for the semester. I will circulate a schedule in the first day of class, so please bring your calendar. In the week before the class that you lead, you should schedule a planning meeting with me and your partner.  If you are writing a paper to satisfy the Upperclass Writing Requirement, your discussion will consist of an academic presentation of your paper.  Depending on interest, the last couple of class meetings will be reserved for these paper presentations. 

Grades:  Your grade will be based two-thirds on your performance on the paper(s), and one-third on the quality of your class participation, including your role as discussion leader.  “Quality” requires neither brilliance nor frequency; it’s preparation and thoughtfulness that count.

Administrative Matters
Class meets on Tuesdays, 2:10-4:10, in room ___.  My office is 1120E, and you can reach me at x3-3142 or sdogan@bu.edu.  Office hours are Thursdays, 10-12, or by appointment.

Reading Assignments
This syllabus provides my initial plan for our readings this semester.  It is preliminary; I may make adjustments over the semester to respond to your interests, as well as the direction that our conversations and research projects take over the next few months.  It is thus critical that you check the Blackboard website regularly.  I will post revised syllabi there, and will date-label them to avoid confusion.  

Most materials on this syllabus are available under “Course Documents” on the CourseInfo website.  Statutory provisions are available at http://www.law.cornell.edu/uscode/html/uscode15/usc_sup_01_15_10_22.html.  All other underlined citations are linked, on the electronic version of this syllabus, to a source on the Web.

September 1.   Why Protect Trademarks?  Part I:  the economic perspective.
William Landes & Richard Posner, Trademark Law:  An Economic Perspective, 30 J. L. & ECON. 265 (1987).  (You may skim or skip the formal economic model on pp 275-280.)

Stacey L. Dogan & Mark A. Lemley, Trademarks and Consumer Search Costs on the Internet, 41 HOUSTON L. REV. 777 (2004).  Please read Parts I and II (through p 801) only – we’ll read the rest of the article later in the semester.

Qualitex v. Jacobson Prods, 514 U.S. 159 (1995)

September 8.  Why Protect Trademarks?  Part II:  some alternative theories.
Mark P. McKenna, The Normative Foundations of Trademark Law, 82 NOTRE DAME L. REV. 1839 (2007)

Graeme B. Dinwoodie, Trademark Law and Social Norms (draft)

September 15.  Why Protect Trademarks?  Part III:  downsides? 
Ralph S. Brown, Jr., Advertising and the Public Interest:  Legal Protection of Trade Symbols, 57 YALE L. J. 1165, reprinted in 108 YALE L. J. 1619 (1999).  (I have provided a link to HeinOnline, which you should be able to access from BU.  If you have any trouble, you can access through Lexis or Westlaw.)

Glynn S. Lunney, Jr., Trademark Monopolies, 48 Emory L.J. 367 (1999)



September 22. Protecting Products as Marks, Part I:  Product Design and Functionality.
Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992)
Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205 (2000)
TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23 (2001)
Vornado Air Circulation Systems v. Duracraft, 58 F.3d 1498 (10th Cir. 1995)

September 29. Protecting Products as Marks, Part I:  Product Design, cont’d.
Compco v. Day-Brite, 376 U.S. 234 (1964)
Sears v. Stiffel, 376 U.S. 225 (1964)

Graeme B. Dinwoodie, The Death of Ontology: A Teleological Approach to Trademark Law, 84 IOWA L. REV. 611, 692-93 (1999) (HeinOnline link)

October 6.  Protecting Products as Marks, Part II:  Merchandise
Boston Professional Hockey v. Dallas Cap & Emblem, 597 F.2d 71 (5th Cir. 1979)

Stacey L. Dogan & Mark A. Lemley, The Merchandising Right:  Fragile Theory or Fait Accompli?, 54 EMORY L.J. 461 (2005)

October 20.  Famous and Well-Known Marks, Part I:  Dilution
15 U.S.C. § 1125(c) 

Clarissa Long, Dilution, 106 COLUMBIA L. REV. 1029 (2006)

Louis Vuitton v. Haute Diggity Dog, 507 F.3d 252 (4th Cir. 2007)

October 27.  Famous and Well-Known Marks, Part II:  The Well-Known Marks (non?)-Doctrine
ITC v. Punchgini, 482 F.3d 135 (2d Cir. 2007); ITC v. Punchgini, 9 N.Y.3d 467 (2007); ITC v. Punchgini, 518 F.3d 159 (2d Cir. 2008)
Grupo Gigante v. Dallo, 391 F.3d 1088 (9th Cir. 2004)
Empresa Cubana v. Culbro, 587 F. Supp. 2d 622 (S.D.N.Y. 2008)

Xuan-Thao Nguyen, The Other Famous Marks Doctrine, 17 TRANSNATIONAL L. & CONTEMP. PROBS. 757 (2008)

WIPO Joint Recommendation Concerning Provisions on the Protection of Well-Known Marks (1999)


November 3.  Trademarks online:  the case of intermediaries
Rescuecom v. Google, 562 F.3d 123 (2d Cir. 2009)
Tiffany v. eBay, 576 F. Supp. 2d 463 (S.D.N.Y. 2008)
Playboy v. Netscape, 354 F.3d 1020 (9th Cir. 2004)

Stacey L. Dogan & Mark A. Lemley, Trademarks and Consumer Search Costs on the Internet, 41 HOUSTON L. REV. 777 (2004).  You read parts of this earlier in the course; now we’ll discuss the rest of the article.

November 10.  The Trademark Use Debate
Graeme B. Dinwoodie & Mark D. Janis, Confusion Over Use:  Contextualism in Trademark Law, 92 IOWA L. REV. 1597 (2007)

Stacey L. Dogan & Mark A. Lemley, Grounding Trademark Law Through Trademark Use, 92 IOWA L. REV. 1669 (2007)

Graeme B. Dinwoodie & Mark D. Janis, Lessons From the Trademark Use Debate, 92 IOWA L. REV. 1703 (2007)

Stacey L. Dogan, Beyond Trademark Use (2009)

November 17.  Trademarks and Speech
Rochelle Cooper Dreyfuss, Expressive Genericity:  Trademark as Language in the Pepsi Generation, 65 NOTRE DAME L. REV. 397 (1990)

Mutual of Omaha v. Novak, 836 F.2d 397 (8th Cir. 1987)

Mattel v. Universal, 296 F.3d 894 (9th Cir. 2002)

Parks v. LaFace Records, 329 F.3d 437 (6th Cir. 2003)

November 24.  TBD

December 1.  TBD
