Intellectual Property

Professor Michael Meurer






Fall 2008
Monday, Wednesday 10:40 – 12:40





Room 1570
Required Textbook: Intellectual Property in the New Technological Age by Robert Merges, Peter Menell & Mark Lemley, revised 4th edition.
Course web site: http://courseinfo.bu.edu/courses/08falllawjd857_a1. You need your Kerberos password to log-in. Please check this site periodically.
Course Requirements and Grading: The three-hour final exam will determine the final grade for most students. The final exam will be open book. You may use any “hard-copy” references except library books. You may not use any electronic reference material. The final grade for some students will also be affected by class participation. I will assign students to panels to facilitate classroom discussion. Students who are consistently unprepared or absent from their scheduled panel presentation days will be penalized. Students who make consistently excellent presentations will be rewarded. The form of the reward or penalty is a change of your letter grade by one increment, for example, a reward raises a B to a B+. I expect to reward from 5 - 10% of the class, and I hope not to penalize anyone. 

Friday Classes: Notice that I have cancelled the classes scheduled for October 15 and November 24 and scheduled make-ups for Friday October 17 and Friday November 14. The make-up classes will meet from 2:50-4:50 in room 1570. The make-up classes are marked with an asterisk below.
Reading Assignments: You are responsible for the assignments given below and for material that I may assign occasionally during the semester. I assigned several recent cases, and I have posted edited versions of those cases on the course web site. I have marked certain assignments as background reading, because we will spend relatively little class time on those assignments, but they may be covered on the exam. There are several sample exam questions after the course outline. I have posted model answers to some of these questions on the course web site. We may discuss some of the questions in class. We will also cover some of the problems in the casebook.

Administrative Details: My office hours are Tuesday and Thursday 10:00 - 11:00 or by appointment. My office is Room 1120E. My e-mail is meurer@bu.edu. My assistant is Sue Morrison at 353-3106. Please note that classroom proceedings for this course might be recorded by the School’s audiovisual department for purposes including, but not limited to, student illness, religious holidays, disability accommodations, or student course review. Under our School of Law Disciplinary Regulations, recording devices are prohibited in the classroom except with the instructor's permission.
Course Outline
I.
Information as a Commodity
Intellectual property law turns intangible information into a commodity that can be produced and exchanged in the market. We will start the semester by trying to answer some broad questions that recur throughout the fall: What justifies IP rights? What kind of rights should be available in different IP regimes? Is overlapping protection of information by different IP regimes appropriate? How does IP law compare to and interact with property, contract, and tort law? What information belongs in the public domain and how should that information be produced and distributed? 
September 3

1-30
II. Trade Secrets
Trade secrets are a significant source of IP protection. They were the main source of protection of software in the early days of the software industry. Many firms prefer trade secret protection to patent protection because patent prosecution takes too much time and money.

Two questions to ponder: How should we reconcile the free movement of labor with an employer's interest in retaining secret information? Is a separate body of trade secret law really necessary ( or could contract and tort law accomplish the major goals of trade secret law?

September 8

33-66; background 979-986 (subject matter, misappropriation)
September 10

67-100; background 101-104 (misappropriation)
III. Patents
Patents usually provide stronger legal rights and are harder to get than other forms of IP. A patent gives exclusive rights to information that is applied in a process or embodied in a product. In contrast, trademark and copyright give rights affecting the communication of information. Trade secret law does not give exclusive rights.

As you work through this section notice the ways that patent law discourages election of trade secret protection. Also notice the ways that the value of the patent grant can be adjusted. Even though the term of all patents is fixed at 20 years, they differ in value because they differ in scope and certainty.

September 15

117-144, 1065-1074; background 1061-65 (subject matter)
September 17

144-185 (utility, Section 112)
September 22

185-212 (Section 102)
September 24

212-250, 1076-1087 (nonobviousness)
September 29

250-291; background 1090-1096 (infringement)
October 1

291-325, 321-325, 348-356, 364-370 (infringement)

October 6

325-370 (defenses, remedies)
 
IV. Copyright
The advent of digital technology and the internet has rocked copyright law possibly more than any area of the law. The technology has helped authors and publishers by introducing new products and more effective marketing and enforcement methods. It has hurt authors and publishers by introducing a cheap, high quality copying and distribution technology. We will try to identify how traditional copyright doctrine applies to digital technology. We also will take some care in looking at the differences in copyright doctrine as applied to traditional literary works and music.

October 8

383-405, 465-468, Eldred v. Ashcroft, 537 U.S 186 (2003) 



(originality, fixation, term)

October 14

411-446 (subject matter)

October 17*

446-465, 474-482; background 469-474 (ownership, copying)

October 20

482-513 (reproduction, adaptation, and distribution rights)

October 21
522-566 (fair use)

October 27

514-518, 569-609 (performance rights, indirect liability,



digital technology)

October 29

990-1021, 1034-1054; background 986-990 (software) 
V. Trademark
Trademark law is in the midst of an expansion. The recent federal anti-dilution statute and more vigorous federal protection of trade dress confirm a shift from a tort-based notion of trademark to a property-based notion. Ponder the impact of broader trademark protection on copyright and patent law and free speech rights.

November 3

633-676 (subject matter, distinctiveness)

November 5
676-698, 709-715 (priority, immoral marks, incontestability)
November 10

725-737, 778-787, 844-849, Dastar Corp. v. Twentieth Century 



Fox, 123 S. Ct. 2041 (2003) (infringement, false advertising)
November 12

715-725, 737-754, 759-777 (infringement, dilution, ACPA)

November 14*

755-758, 787-821 (defenses, franchising) 

November 17

821-833, 901-931 (speech, trademark, publicity rights)

VI.
State Protection

This course focuses mostly on federal statutory protection of IP. You should be aware that state statutes, the common law, and self-help measures also offer significant protection for many types of IP. Federal law may preempt state IP statutes and also common law tort and contract law as applied to intellectual property. The key questions to consider are: How should we harmonize federal and state IP law? What is the proper role for the private ordering of IP activities?
November 19

866-901, 1054-1061 (contract, idea submission)

December 1

947-969, Bowers v. Baystate, 320 F.3d 1317 (Fed. Cir. 2003) 




(preemption)

VII.
International Intellectual Property Law

The 1994 TRIPS agreement marked a new era of international intellectual property law harmonization. TRIPS establishes: minimum substantive standards for IP law in WTO countries; enforcement obligations; procedural requirements relating to the acquisition of IP rights; a dispute resolution mechanism for WTO countries. Consider what sorts of harmonization are desirable and what impact the Internet has on national IP regimes.

December 3

316-321, 343-348, 519-522, 616-625, 833-837, Quality King 




Distrib., Inc. v. L’Anza Rsch. Int’l, Inc., 523 U.S. 135 (1998), 




Michael Geist, Cyberlaw 2.0, 44 B.C. L. Rev. 323 (2003)

1. Smokey Co. holds patent 555,555,999 on a method for spraying a flame-retardant substance on buildings. A firefighter was inspired to invent the process when he noticed that wet disposable diapers survive intense fires. The super absorbent polymers in the diapers absorb so much water that the diapers do not ignite in house fires. The patented process is used to preserve buildings in the path of wildfires. Step 1 of the method consists of spraying a super (water) absorbent polymer on a building. Step 2 consists of spraying water on the polymer.


There are two claims in the patent. Claim 1 recites the two step process described in the previous paragraph and calls for a super absorbent polymer of type A, B, C, D, or E. Claim 2 is narrower and only covers the two step process when a polymer of type A is used. At the time of the patent application Smokey had only tested the process with a type A polymer. Subsequently, one of Smokey's licensees found that the process works well with polymer B. Another licensee did costly experimentation and was frustrated to find that polymer type E does not work well enough to be commercially useful. Smokey recently discovered the patented process does not work with polymers C and D. 


Smokey offers two different licenses to practice the '999 patent. The first license authorizes the use of the process with the type A polymer. The royalty rate for this license is so high that no one has accepted it. The second license authorizes the use of the process with the type B polymer. Smokey requires that anyone who takes the second license also purchase all of the required type B polymer from Smokey Co. Smokey once offered a license for use of polymers C, D, or E, but stopped because those polymers do not perform in a commercially acceptable manner. 


Beta Co. started selling type B polymer after learning about the '999 process from Smokey's patent. All of Beta's customers have used polymer B to practice the '999 process. Not one of them has a license from Smokey. The only commercial use for the type B polymer is with the '999 process. In contrast, the major commercial use of the type A polymer is in disposable diapers. Beta has done research showing that B can also be used in disposable diapers, but other research shows that B irritates the skin of some babies.

(a) (30 points) Has Beta directly or indirectly infringed the '999 patent? 

(b) (10 points ) Has Smokey misused its patents?

(c) (20 points) Is the first claim in the '999 patent enabled? What are the implications for a lawsuit by Smokey against Beta if the second claim is valid, but not the first?


2. Cenozoic Labs is a start-up company in the biotechnology field. The company's main project is cloning the extinct woolly mammoth. Cenozoic is also working on cloning African elephants. The African elephant is closely related to the woolly mammoth. Cenozoic plans to use female elephants as surrogate mothers for cloned mammoths. The company has obtained genetic material from woolly mammoths found frozen in glaciers. Cenozoic has identified and sequenced about 50% of the mammoth genes that differ from African elephant genes. The company applied for patents on the mammoth genes, but the PTO rejected them because of lack of utility. Cenozoic research has also yielded promising elephant cloning results that are described in lab notebooks and internal memos. The company president frequently reminds her 12 employees that the gene data and cloning results are Cenozoic's treasure and they should guard that treasure with their lives. Company scientists may not make any public presentations or publish any articles without clearing the material with the company's attorney.


Connie Cho is a reporter for a biotech industry newsletter. She visited Cenozoic Labs for background information on the woolly mammoth cloning project. After she left she discovered her briefcase contained copies of Cenozoic documents. One document was a listing of the woolly mammoth gene data. The other documents were lab notes and internal memos describing the cloning research. She picked up the documents accidentally when she was gathering her notes. Cho used both her notes and the Cenozoic documents to write an article critical of the cloning project. She quoted one sentence from a company memo that lamented the difficulty in recreating the entire mammoth genome. Her article caused a potential investor to cancel his plan to invest in Cenozoic.


When Cho was researching her article she asked a friend, molecular biologist Oliver Ochs, to interpret the Cenozoic research results. Ochs made a photocopy of all of the genetic information and cloning experiments contained in the Cenozoic documents. He provided Cho the help she requested. He also sold the information to 21st Century Livestock, a company that creates and sells genetically altered livestock. 21st Century saved millions of dollars in research with the aid of the information from Cenozoic.

(a) (10 points) What subject matter is protectable under copyright law?

(b) (10 points) What subject matter is protectable under trade secret law?

(c) (20 points) Has Cho committed trade secret or copyright infringement?

(d) (10 points) Has Ochs committed trade secret or copyright infringement?

(e) (10 points) Has 21st Century Livestock committed trade secret or copyright infringement?


3. John Johns is an illustrator and comic book author. In 1997, he created the character Cybergirl for Yot.com, an Internet toy company. Yot.com uses Cybergirl on its home web page as the company logo. In 1998, Yot.com registered Cybergirl as a trademark associated with its Internet toy business.


Johns and Yot.com negotiated an agreement stating that Yot.com would use Cybergirl as a trademark and Johns would not design a similar character for use as a trademark by anyone else in the United States. The agreement was in writing and signed by both parties. The agreement also specified that Johns's compensation would consist of two hundred shares of Yot.com stock and one year of free health coverage through the Yot.com employee benefits program. Johns worked on Yot.com computers with the aid of the company's computer staff. He also met with the marketing staff at Yot.com three times to discuss his Cybergirl design. At one meeting a Yot.com staff member asked Johns to change the color of Cybergirl's boots from black to red. Johns complied.


After finishing the project for Yot.com, Johns developed a comic book series featuring the same Cybergirl character. The first Cybergirl comic book was published in 1999. Yot.com is displeased that the character in the comic book frequently comments that she hates to play with toys, and that kids should spend more time reading comic books like she does. After the success of the comic book series, Yot.com started making and selling a Cybergirl action figure. Johns did not get permission from Yot.com to publish the comic book series, and Yot.com did not get permission from Johns to make and sell the action figure.

(a) (10 points) Explain what Cybergirl related subject matter is protectable by trademark and by copyright.

(b) (20 points) Who owns the Cybergirl copyright(s)?

(c) (10 points) Who owns the Cybergirl trademark(s)?

(d) (10 points) Assume the close questions of ownership are resolved in favor of Yot.com. Has Johns infringed the copyright or trademark rights of Yot.com?

(e) (10 points) Assume the close questions of ownership are resolved in favor of Johns. Has Yot.com infringed the copyright or trademark rights of Johns?

4. Natasha Eliseeva is a political activist who travels the country making speeches about the evils of U.S. trademark policy. Her exploits attracted the attention of author George Eckman who decided to write a book about her. The book is a meld of fact and fiction. Part of the book is based on general research about Eliseeva and trademark law. Part is verbatim accounts of her speeches. Part is fabricated by Eckman.

After the book was a huge success Eckman decided to go to Hollywood and find someone to transform the book into a TV miniseries. He also plans to sell tee shirts with Eliseeva's image on one side and the PTO emblem on the other. Finally, he plans to make and sell a whistle in the shape (, to honor the famous trademark whistle-blower.

What can Eckman protect under copyright? Should Eckman worry about copyright litigation?


5. The Eden Corporation has registered its mark "Eden" for certain products and services associated with its world famous Las Vegas hotel and casino. Eden opposes the registration of an identical mark by Limbo Cup Company at the Trademark Trial and Appeal Board. Limbo contends that there is no likelihood of confusion.


The parties agree that the mark is identical. Eden uses the mark on eating and drinking utensils as well as many other products like slot machines. Limbo applied to register the mark for disposable cups, lids, plates, and bowls. Eden either gives away its products or sells them in casino retail stores. Limbo markets its goods exclusively to food distributors. The food distributors resell the goods to restaurants that use them to serve customers.


(a) Present arguments that there is no likelihood of confusion.


(b) Present arguments that there is a likelihood of confusion.


6. Ansel Jefferson is a nature photographer and an entrepreneur. He owns a chain of outdoors stores named BigFoot. He also holds the copyright on a photo he took of a sasquatch (bigfoot). It is one of only two photos ever taken of a sasquatch. He uses reproductions of this photo to promote his business. He has also licensed various publishers to reproduce the picture. 


SalmonPac is a lobbying group that represents environmentalists and resort owners in the northwestern U.S. They seek to protect the habitat of salmon in the northwest by restricting logging and mining. Their latest lobbying campaign features the sasquatch. They are seeking special legislation to protect the habitat of the sasquatch (which closely overlaps the salmon habitat).


SalmonPac approached Jefferson and asked for permission to use a reproduction of his photograph in their campaign. He responded that he would be happy to for his usual fee of $50,000. SalmonPac counteroffered $5,000. No deal was reached. Subsequently, SalmonPac used a reproduction of Jefferson’s photo that they copied from a nature book. The photo was included in a one million letter national mailing.


Jefferson has sued SalmonPac for copyright infringement, and SalmonPac has moved for summary judgment on the grounds of fair use. Set out the arguments for and against the fair use defense as applied to this case.


7. Joe Boudreau owns a Honto dealership in Tammany Parish, Louisiana. He sells all-terrain cycles (ATCs) to people who drive them through swampy bayou country. After his first sales he received complaints from customers that the ATCs were stalling. The problem was caused by water entering the air intake system and drowning the engine. In January 1990, Joe had a dream in which he saw a snorkel attached to the air intake of an ATC. On March 1, 1990 he drew a picture of an improved air intake system that essentially attached a tube to the current air intake that acted like a snorkel. On that day he gave the drawing to Sally Hebert, a plastics manufacturer, and asked her to make the tubing. He explained its purpose and told her that he doubted the invention would work.


On April 1, 1990 Joe attended a Honto sales seminar. He discussed his invention with Honto managers and with other dealers. He showed them drawings of the invention after they promised to keep the idea confidential.


Sally manufactured the tube, but she changed the design by adding a purge valve that would allow water to automatically drain out of the tube. She helped Joe install the device on May 1, 1990. They took turns driving through the bayous and were satisfied that the invention was successful. Sally made four more of the devices on June 1, 1990 and gave them to Joe. That same day Joe installed them at no charge on ATCs owned by his friends.


On June 15, 1991 Joe applied for a patent on the invention. The patent was granted on August 12, 1992.


Honto engineers learned about Joe's idea from a manager who met Joe at the sales seminar. They refined the invention and applied for a patent on April 21, 1990. Their patent is still pending. In November of 1991, Honto began to sell a new line of ATCs that include devices identical to those installed by Sally and Joe. Joe brought suit for infringement.


Given this factual setting evaluate the validity of Joe's patent in terms of Section 102. 


8. Many countries have special provisions in their patent law pertaining to medicine related inventions. I want you to comment on the desirability of the following policies in the American context.

(a) Exclusion of surgical procedures from patent eligibility. 


(b) Exclusion of pharmaceuticals from patent eligibility.


(c) Compulsory licensing of medicine related patents. [In other words, anyone may practice a medical invention without permission of the patentee, but they must pay a royalty that is fixed by some tribunal.] 


(d) An obligation that the patentee "work" medicine related patents. Failure to meet this obligation results in loss of the patent. ["Working" a patent means that the inventor moves an invention toward commercialization or authorizes others to do so.]


9. Ruff-Hasek Co. owns U.S. patent 5, 333, 333 covering an improved knitting machine invented by Zhitnik. The application date of the patent is February 1, 1996. Lindros, Inc. is a competing manufacturer of knitting machinery. Lindros has asked you whether the ‘333 patent is valid since they are thinking about manufacturing a similar machine. Analyze the arguments for and against the obviousness of this patent.


The machines of interest in this case are used to knit clothing. The central improvement described in the Zhitnik patent is a machine with shorter knitting needles. The advantage of shorter needles is that they are less prone to breakage. Broken needles are a significant factor in limiting the speed of knitting machines. Zhitnik claims that he can operate the patented machines 20% faster than traditional machines and maintain an acceptable rate of needle breakage. The reason that shorter needles are less prone to breakage is that they vibrate less than longer needles.


The following references are available. (1) Numerous publications dating before 1995 describing the role of vibrations as a cause of the break down of knitting machinery. (2) A publication by LeClair dated March 1994 that comments on the trend toward shorter needles in knitting machinery. (3) A U.S. patent 5,111,007 to Cujo with an application date of Nov. 10, 1995 and an issue date of Jan. 5, 1997. The patent discloses an improved machine used to clean and comb large batches of human hair used in wigs. The improvement consists of shorter teeth in the mechanical combs. The advantage is that the shorter teeth are less prone to breakage from vibration.


In addition to these references, the following information is possibly pertinent. Ruff-Hasek has had much greater success selling their new knitting machinery than previous models. Fortune magazine attributes their recent success to their new CEO who has a strong marketing background. The success of the new machines has attracted the interest of several knitting machine makers who are currently negotiating with Ruff-Hasek for licenses for rights under the ‘333 patent and various related trade secrets.


10. Cookrite Co.owns U.S. Patent No. 5, 444, 444 which describes an improved process for coating aluminum cookware. Gourmand Co. manufactures and sells a line of coated aluminum cookware that is made by a process similar to the one covered by the ‘444 patent. The district court held that Gourmand infringed the valid Cookrite patent. As an associate working for the firm representing Gourmand on appeal analyze infringement issues presented by this case. Present arguments for both sides. The record contains the following findings of fact.


The patented process is one of many methods that can be used to impart a durable, non-stick coating to aluminum cookware. Uncoated aluminum cookware naturally forms a layer of aluminum oxide on surfaces exposed to air. The natural aluminum oxide layer is easily scratched and discolored. The patented process has two steps. In the preferred embodiment as revealed in the specification, the first step deposits a layer of aluminum oxide on the cookware that is at least twice as thick as a naturally occurring layer. The second step deposits a second layer consisting of a compound called tufflon. The accused process also has two steps involving layers of aluminum oxide and tufflon. The second step of the accused process is identical to the second step in the patented claim. The first step differs. The accused process deposits a first layer of aluminum oxide on the cookware that is only one-half as thick as a naturally occurring layer.


The only relevant claim in the ‘444 patent is claim 1. Step one in the claim calls for “anodizing the surface of the cookware...” The dictionary defines the verb anodize to mean “to coat with an oxide,” -- in this context aluminum oxide. The claim does not state how thick the layer of aluminum oxide should be. The district court judge relied on expert testimony about the meaning of the term anodize to interpret claim 1. The expert said that in the context of the patent, the term anodize meant “to apply a coat of aluminum oxide thicker than the naturally occurring coat.” The specification discloses that the purpose of step one in the claimed process is to provide a scratch resistant coating. In contrast, expert testimony indicates that the purpose of the first step in the Gourmand process was to get a clean surface that would bond tightly to the tufflon applied in the second step. The thin layer of aluminum oxide applied by the Gourmand process did not offer significant scratch resistance.


The district court record contains conflicting evidence regarding the durability of the allegedly infringing Gourmand cookware. Some evidence shows that it is as durable as the cookware that Cookrite makes using the patented process. Other evidence shows that it more prone to scratching. All the evidence shows that both processes yield non-stick cookware.


11. The Public Opinion Research Center (PORC) at Brighton University is a leader in the field of survey research and political consulting. The university in cooperation with the faculty in PORC sells consulting service to candidates in American elections. A key feature of the service is the MUDSLINGER computer program that is used to evaluate the impact of political ads on likely voters. 


The faculty at PORC created MUDSLINGER with assistance from graduate students and visiting faculty. The faculty at PORC all signed confidentiality agreements and agreements to assign their patent rights to the university. The graduate students and visiting faculty also signed agreements to assign their patent rights, but they did not sign confidentiality agreements. The graduate students and visiting faculty worked on all aspects of the software, but only the permanent faculty at PORC know all of the components of the program and how the entire program works.


MUDSLINGER was first used in the fall of 1997. PORC used the software in 73 campaigns. PORC consultants explained the features of MUDSLINGER in general terms to candidates and campaign managers. In every case the candidates and campaign managers agreed to preserve the confidentiality of the information they received.


Brighton University plans to apply for a patent on the process of analyzing political ads using MUDSLINGER on Jan. 10, 1999.
(a) Are the process and the MUDSLINGER program eligible for trade secret protection? Does your answer depend on which state’s law applies?

(b) Are there any barriers to patent protection under sections 101 and 102?


12. Tutu Games Corp. (Tutu) markets a home video game system that consists of a console and games contained on CD-ROMs. Tutu developed software called Xhosa that is stored in the consoles and runs the video game system. Tutu manufactures the console and licenses game companies to design and manufacture the games. The licenses prohibit game manufacturers from making unauthorized use or disclosure of trade secrets acquired from Tutu. The licensees pay a royalty of 5 percent of sales revenue to Tutu for each game sold.


A consumer uses the video game system by placing a game CD-ROM into the console and connecting the console to a television set. A consumer could also place a game CD-ROM into the CD-ROM drive of a personal computer, but the Tutu games cannot be played on a computer without special software. There is no way for the typical consumer to play a Tutu game without buying the Tutu console.


Mandela Ltd. is a software manufacturer. They have developed GoodHope software for personal computers (with Pentium processors) that allows consumers to play Tutu video games on personal computers. If a consumer buys GoodHope software, then they do not need the Tutu console to play Tutu games.


Mandela engineers purchased a console and some games so they could reverse engineer the Tutu system to develop the GoodHope software. The reverse engineering had two distinct phases: (1) decompiling Xhosa and recovering a version of the Xhosa source code to study; and (2) using the decompiled Xhosa source code in a personal computer to understand how it interacted with the game CD-ROMS. The first phase of reverse engineering is common in this industry. The second phase is not common; the use of Xhosa source code in the personal computer cut the cost of the reverse engineering process by half. The same engineers who reverse engineered Xhosa also wrote the source code for GoodHope. The final version of GoodHope does not contain any source code copied from Xhosa. The Mandela engineers used Tutu games throughout the development process, but they did not copy the games. 


(a) Assume that GoodHope does not infringe the copyright on Xhosa either literally or non-literally. Nonetheless, Mandela might still be liable to Tutu for copyright infringement. Make arguments for and against copyright infringement by Mandela.


(b) Assume the Xhosa software is distributed only as object code in the game consoles. Also assume that GoodHope is widely distributed and does not infringe Tutu’s copyright. Is the Xhosa software appropriate subject matter for trade secret protection?


13. The Cool Coffee Co. developed a secret recipe for a non-fat substitute for cream in coffee. They call their product cacca. Cacca can be stored up to one year at room temperature. Cool Coffee packages cacca in tubes that are similar to toothpaste tubes. The tubes are solid black without any text or graphics. The tubes of cacca are sold under the trademark Whoa!. The trademark and labels are printed on the boxes containing the tubes of Whoa!. Whoa! is sold exclusively in gourmet coffee shops.


Whoa! is very popular, especially with college students who seem to carry it everywhere. A survey shows that the public recognizes that the black tubes contain some sort of coffee additive. Newspaper articles report widespread rumors that Whoa! enhances memory.


Big Food Conglomerate, Inc. (BFC) has started making a non-fat substitute for cream in coffee. They market their product as a substitute for cacca. They use the trademark What?. What? is sold in solid color tubes that look like tubes of Whoa! except that What? does not come in black tubes. BFC sells What? exclusively through grocery stores.


(a) Assume that Cool Coffee registered its trademark and trade dress with the Patent and Trademark Office two years ago. Is BFC liable for trademark or trade dress infringement?


(b) Is BFC liable for infringing the copyright on Cool Coffee’s black tube?

14. Toy Guide is a company that reviews and recommends toys at their website www.toyguide.com. (www.toyguide.com is a domain name that is typed into a web browser to locate a website.) The site contains links to internet toy sellers and advertising from toy companies. Toy Guide gets payments for the links and advertising. Toy Guide reviews all kinds of toys including sex toys and crude joke toys. 

Toy Guide owns the domain name wwwdisney.com. Disney is troubled by Toy Guide’s use of that domain name. Toy Guide takes advantage of typing mistakes by people who intend to type www.disney.com. When people mistakenly type wwwdisney.com, then they are sent to the Toy Guide web page. There is prominent language on the Toy Guide home page stating: “Toy Guide is not sponsored by Disney.” The page also contains a link to the Disney web page. Disney has threatened to sue Toy Guide for trademark infringement and dilution. Evaluate Disney’s claims under federal law.
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