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INSTRUCTIONS

1. This exam consists of two essay questions and thirty multiple choice questions on fourteen pages including this cover sheet. Check now to make sure that you have a complete copy.

2. This is an open-book exam. You may consult any hard copy material except library books (photocopies or notes derived from library books are allowed). You may not use digital material.

3. There are 180 total points in the exam. You should use the number of points assigned to each question as a guide in allocating your time. Since you have 180 minutes to work on the exam, you can find a rough equivalence between points and minutes. 

4. Regarding the essay questions: (a) Make any important assumptions explicit. (b) If you use a blue book — use only one side of each bluebook page and please write legibly. I may deduct points for illegible or barely legible answers.

5. Regarding the multiple choice questions: (a) Fill in the oval on your answer sheet corresponding to the letter of the phrase that best completes or answers each statement or question. (b) Written or typed comments about the multiple choice questions will not be graded.

1. (50 points total) Jay Kerouac, the owner of the web site Aliens Among Us, has received a cease and desist letter from a lawyer representing the famous actor Tim Cruz. The letter asserts that an image posted on the web site and posters containing the same image violate the trademark and publicity rights of Cruz.

Kerouac uses the web site to sell toys and other merchandise with a space alien theme. Besides promoting and selling merchandise, he also posts images of and humorous stories about aliens on Earth. Recently, Kerouac posted an image of Tim Cruz holding a ray gun and battling a little green man. The image appears on the home page of the web site. It also appears on posters that are sold through the web site.

Kerouac created the image using Adobe Photoshop. He started with a photograph he took of Cruz firing a ray gun on a movie set. The set was on the streets of Boston. Kerouac did not have permission to take the photo, but he took it when both he and Cruz were in a public place. Kerouac designed the alien and wrote some text and added them to the photo to create the final image. The following text in precisely this format appears across the bottom of the image:

Join the Church of Physitology and I’ll Show You How to Battle Aliens!










— Tim Cruz 
Cruz is a member and spokesperson for the Church of Physitology. Church members believe that aliens periodically attempt to invade Earth and they have been chosen by God to resist through prayer. Frequently, the church, and Cruz in particular, have been criticized and ridiculed in the media for their unusual beliefs.

Despite his eccentricity, Cruz has many fans. He has registered a federal trademark for the mark “TIM CRUZ” for use in connection with “posters, calendars, screen savers, and greeting cards.”
Comment on the following possible causes of action.

(a) (10 points) Infringement or dilution of the “TIM CRUZ”  mark. 

· Possible causes of action:

· Sponsorship confusion.

· Identical use of the mark

· Identical product (poster)

· Dilution

· Is the mark famous?

· Probably enough merchandise out there to satisfy fame requirement

· Use in commerce seems fairly strong

· Parody Defense

· Might say use of name was unessential for parody to work as likeness would have sufficed.

· Slogan sharpens the barb of the criticism.
(b) (10 points) Violation of the Lanham Act based on the unauthorized use of the movie star’s likeness. (His likeness has not been registered as a trademark.) 
· Can bring a claim even if the mark is unregistered. 

· Is the likeness trademarkable?

· Cases say this is not trademarkable subject matter as it is not consistently used to identify him as a product.

· Even if trademarkable, then no secondary meaning.

· Just doesn’t develop into an indicator of origin.
· Parody defense applies the same.

(c) (15 points) Violation of the actor’s publicity rights under the laws of California.

· Commercial use of name and likeness

· Homepage use may be different from use on poster, as may not be commercial in proposing a transaction.

· Parody using test for 3 Stooges

· More transformative than three stooges shirt was.
The Church of Physitology has distributed newsletters to its members containing a copy of the image at the center of the controversy. The newsletter presents the image as an example of the negative publicity that has been heaped upon the church. The newsletter encourages members to increase their donations so the church can effectively counteract the negative publicity. 

(d) (15 points) Evaluate whether the fair use defense would apply if Kerouac sues the Church for copyright infringement.
· Fair Use Defense
· Political
· For profit, but not so much
· Work is expressive (thick protection)
· No marketplace substitution
· Church members will not be buying them

He is not going to license to the church

· 2. (40 points total) High Energy Medicine (HEM) owns patent number 555,555,287 covering a proton beam device used for cancer treatment. The device has a single source to generate a proton beam, but it can deliver the beam through separate channels that are routed to different treatment rooms. This means that a hospital can treat multiple patients at the same time using a single device. HEM does not manufacture the device, but it has licensed three of the six companies in the world currently active in the market for this sort of device. The three companies have all enjoyed commercial success making and selling the HEM device.
HEM believes that its multi-channel device is a patentable advance over the prior art. Unfortunately for HEM, the federal district court in Eastern District of Texas did not agree. It ruled on summary judgment that the disputed claims in the ‘287 patent are obvious. HEM sued Curie Co., alleging that Curie infringed various claims in the ‘287 patent. Curie successfully argued in the district court that HEM’s invention was obvious over a neutron beam device at Boston Medical Center (BMC) in view of a document filed with the State of Minnesota by the Mayo Clinic. 
The BMC device was installed three years before the date of the ‘287 invention. Like the invention, it uses separate channels to route particle beams to different treatment rooms. Unlike the HEM invention it uses neutrons rather than protons to treat cancer. The BMC device starts with a proton beam that targets a beryllium plate to create a neutron beam. The neutron beam in the BMC device, not its proton beam, is routed through the separate channels. Undisputed expert testimony indicates that (1) the proton beam in the BMC device could be routed through the separate channels by simply removing the intermediate beryllium target, and (2) the high intensity of the proton beam in the BMC device would kill patients rather than cure them.
The Mayo Clinic document described a device similar to the ‘287 invention that the clinic planned to build in Rochester, Minnesota. The proposed device would have the same multi-channel proton beam as the HEM invention, but it was going to be used for research purposes and not for cancer treatment. The document does discuss the use of proton and neutron beam therapies in cancer treatment, and suggests that proton beam treatment has advantages over neutron beam treatment. The device was never actually built, but the document was filed before the date of the HEM invention. The document was available to the public from the date of filing, and the existence of the document is catalogued in a State of Minnesota web site, the catalogue does not mention that the Mayo document describes a proton beam device, but the Mayo document was searchable on the web.
Discuss whether the summary judgment of obviousness should be affirmed.
· Obviousness analysis post KSR: Approach in Graham v. John Deere is the right approach. Rule used by Fed Cir was making too many errors, so go back to sq 1.

· PHOSITA has ordinary creativity

· Advances of technology can be obvious, especially if design trends or demands of consumers motivate combination of existing features.

· Fed Cir has been invalidating as obvious e.g. brick and mortar business methods being brought to the Internet.

· The question is predictable combinations.

· Invention non-obvious because ½ of industry has licensed it and been successful – argue there was a nexus. 

· Scope & Content of prior art?

· Two references

· Do they qualify?

· BMC device is prior invention under 102(g)

· Mayo Clinic document qualifies as document under 102(a-b)

· May not be a publication, but In re Hall cuts against.
· Differences

· BMC device uses neutrons rather than protons.

· PHOSITA may see this as being fundamentally convertible to a proton-based product.

· Mayo clinic tells us protons will work as well as neutrons.

· In light of this, is it obvious to PHOSITA?

· Take a stab, but no clear answer.

3. (15 points total) PharmaOne owns a patent on the compound jovicil, a medicine for treating depression. The patent will expire on Jan. 19, 2010. A researcher at Paint King found evidence that when jovicil is added to paint it makes the paint resistant to mildew. Paint King asked researchers at Boston University to confirm their result and investigate the optimal mixture of jovicil in paint. The contract between Paint King and the BU investigators insisted that the research should be kept confidential. On Jan. 15, 2002, the BU investigators accidentally uploaded files to the Internet with all of their memos to Paint King describing their research results. The memos were available on the web for over a year. On Feb. 15, 2003, Paint King applied for a patent on their invention. Suppose Paint King receives a patent on the mixture of paint with jovicil. 

If PharmaOne makes a paint mixture that reads on the Paint King patent claim are they infringing? Do they have any defenses or patent counterclaims?

· 102(b) issue:

· It was disclosed, doesn’t matter by whom.
· Not sure what was disclosed – is the identity requirement satisfied?

· If reduction to practice occurred before BU research started.

· Private use

· If public use, for purposes of experimentation.

· Issue of potentially blocking patents

· Defenses/Counterclaims

· 102(b)

4. (30 points total) Suppose you are a trademark lawyer and another attorney at your firm presents the following brief description of a trademark dispute. 

RAP Corp. is a medium-sized firm that has been in the retail automobile parts business for twenty-five years. They received a federal trademark for Rivers Auto Parts® twenty years ago. They have stores in twenty states and do national radio advertising. Three years ago, an unrelated business, named XYZ Company, started using the trademark River Autos in connection with Internet automobile sales. 

In preparation for discovery, you are asked to evaluate whether the XYZ’s use of the mark River Autos creates a likelihood of confusion with RAP’s registered trademark.  You should use the Sleekcraft factors from pages 615-16 in your casebook.


(a) (15 points) Argue that XYZ does not create a likelihood of confusion. Use the facts above and make up additional plausible facts as necessary to comment on each of the Sleekcraft factors.


(b) (15 points) Argue that XYZ does create a likelihood of confusion. Use the facts above and make up additional plausible facts as necessary to comment on each of the Sleekcraft factors.

